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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

1) Claims 1-11 and 17-26 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. patent 6,919,967 by Pentecost et al. 

2) Regarding claim 1 , Pentecost teaches in a multifunctional peripheral (MFP) 
(column 6, line 5; figure 1 , item 18), a text overlaying method comprising: accepting a 
document (column 8, lines 32-36); accepting a text overlay message (column 8, lines 
53-54); merging the overlay message with the document; and, creating a merged 
document (column 8, lines 55-64). 

3) Regarding claim 2, Pentecost teaches the method of claim 1 further comprising: 
creating a paper media merged document (column 8, line 62). 

4) Regarding claim 3, Pentecost teaches the method of claim 1 wherein accepting a 
document includes accepting a document selected from the group including paper 
media and electronically formatted documents (column 7, lines 40-42; pages from an 
application are electronic). 
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5) Regarding claim 4, Pentecost teaches the method of claim 3 wherein accepting 
an electronically formatted document includes accepting a document selected from the 
group including text and image documents (column 5, lines 9-16). 

6) Regarding claim 5, Pentecost teaches the method of claim 1 further comprising: 
electronically transmitting the merged document (column 8, lines 59-62; transmitted 
from DMU to print engine). 

7) Regarding claim 6, Pentecost teaches the method of claim 2 wherein accepting a 
document includes: accepting a paper media document; converting the document to 
rasterized data; and, generating a first image (column 8, lines 42-43); wherein accepting 
an overlay message includes: accepting an electronically formatted overlay message; 
converting the overlay message to a Page Description Language (PDL) file; processing 
the PDL file as a print job; and, generating a second image as rasterized data (column 
8, lines 53-54). 

8) Regarding claim 7, Pentecost teaches the method of claim 6 wherein merging 
the overlay message with the document includes: adding the first image to the second 
image; and, generating a third image (column 8, lines 54-60). 

9) Regarding claim 8, Pentecost teaches the method of claim 7 wherein printing the 
merged document includes sending the third image to an MFP print engine (column 8, 
line 61). 

1 0) Regarding claim 9, Pentecost teaches the method of claim 6 wherein converting 
the overlay message to a PDL file includes converting the overlay message to a PDL 
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file selected from the group including Printer Control Language (PCL) and PostScript 
(PS) (column 6, lines 8 and 9). 

1 1 ) Regarding claim 1 0, Pentecost teaches the method of claim 1 wherein merging 
the overlay message with the document includes accepting position commands for 
positioning the overlay message with respect to the document (column 1 1 , lines 18-25). 

1 2) Regarding claiml 1 , Pentecost teaches the method of claim 1 0 wherein merging 
the overlay message with the document includes accepting message characteristics 
selection commands chosen from the group including message size, message shape, 
font, color, and print options (column 9, lines 18-30). 

13) Regarding claim 17, Pentecost teaches in a multifunctional peripheral (MFP) 
(column 6, line 5; figure 1 , item 18), a text overlaying system comprising: a first 
subsystem having an interface to accept a document and an interface to supply 
document rasterized data (column 8, lines 32-36; figure 1, item 44); a second 
subsystem having an interface to accept a text overlay message and an interface to 
supply overlay rasterized data (column 8, lines 53-54; figure 1 , item 44); and, a merge 
unit having an interface to accept the document rasterized data, an interface to accept 
overlay rasterized data, the merge unit merging the overlay message with the document 
and supplying a merged document at an interface (figure 1, item 50). 

1 4) Regarding claim 1 8, Pentecost teaches the system of claim 1 7 further 
comprising: a print engine having an interface to accept the merged document and an 
interface to supply a paper media merged document (figure 1 ; item 52). 
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1 5) Regarding claim 1 9, Pentecost teaches the system of claim 1 7 wherein the first 
subsystem accepts a document selected from the group including paper media and 
electronically formatted documents (column 7, lines 40-42; pages from an application 
are electronic). 

16) Regarding claim 20, Pentecost teaches the system of claim 19 wherein the first 
subsystem accepts an electronically formatted document selected from the group 
including text and image documents (column 5, lines 9-16). 

1 7) Regarding claim 21 , Pentecost teaches the system of claim 1 7 further 
comprising: a transceiver having an interface to accept the merged document and a 
network-connected interface to electronically transmit the merged document (figure 1). 

18) Regarding claim 22, Pentecost teaches the system of claim 18 wherein the first 
subsystem is a copier pipeline accepting a paper media document and generating a first 
image of rasterized data (column 8, lines 42-43); and, wherein the second subsystem is 
a print pipeline accepting an electronically formatted overlay message, the print pipeline 
converting the overlay message to a Page Description Language (PDL) file, and 
processing the PDL file as a print job, to generate a second image of rasterized data 
(column 8, lines 53-54). 

1 9) Regarding claim 23, Pentecost teaches the system of claim 22 wherein the 
merge unit adds the first image to the second image, and generates a third image 
(column 8, lines 54-60). 
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20) Regarding claim 24, Pentecost teaches the system of claim 22 wherein the print 
pipeline converts the overlay message to a PDL file selected from the group including 
Printer Control Language (PCL) and PostScript (PS) (column 6, lines 8-9). 

21 ) Regarding claim 25, Pentecost teaches the system of claim 1 7 wherein the 
merge unit has a user interface (Ul) to accept position commands, and positions the 
overlay message position with respect to the document position, in response to the 
position commands (column 11, lines 18-25). 

22) Regarding claim 26, Pentecost teaches the system of claim 25 wherein the 
merge unit Ul accepts message characteristics selection commands chosen from the 
group including message size, message shape, font, color, and print options, and 
modifies the overlay message in response to the selected message characteristics 
(column 9, lines 18-30). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

23) Claims 12,15, 27 and 30 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over U.S. patent 6,919,967 by Pentecost et al., and further in view of U.S. 
patent 5,959,743 by Tanaka. 
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24) Regarding claims 12 and 27, Pentecost does not specifically teach the method of 
claim 1 1 wherein accepting message characteristics selection commands includes: 
supplying user interface (Ul) message characterization prompts at an MFP front panel; 
and, accepting user commands from the Ul. 

Tanaka teaches the method of claim 1 1 wherein accepting message 
characteristics selection commands includes: supplying user interface (Ul) message 
characterization prompts at an MFP front panel; and, accepting user commands from 
the Ul (figure 1 , item 302; column 4, lines 15-19). 

Pentecost and Tanaka are combinable because they are both from the printing 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Tanaka to add a Ul to an MFP. The 
motivation for doing so would have been for an "operator" to "set parameters" (Column 
4, lines 16-17). Therefore it would have been obvious to combine Pentecost with 
Tanaka to obtain the invention as specified by claims 12 and 27. 

25) Regarding claims 15 and 30, Pentecost teaches the method of claim 1 wherein 
accepting an overlay message includes accepting an overlay message from an 
interface. 

Pentecost does not specifically teach an interface selected from the group 
including a scanner, stylus, smart card, virtual keyboard, and wireless personal digital 
assistant (PDA) interface. 
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Tanaka teaches an interface selected from the group including a scanner, stylus, 
smart card, virtual keyboard, and wireless personal digital assistant (PDA) interface 
(column 3, lines 20-27; figure 1). 

Pentecost and Tanaka are combinable because they are both from the printing 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Tanaka to add a scanner to an MFP. 
The motivation for doing so would have been to input data. Therefore it would have 
been obvious to combine Pentecost with Tanaka to obtain the invention as specified by 
claims 15 and 30. 

26) Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent 6,919,967 by Pentecost et al., and further in view of U.S. patent 7,126,704 by 
Miura et al, and further in view of U.S. patent 5,809,167 by Al-Hussein. 

Pentecost does not specifically teach the method of claim 10 wherein accepting 
position commands for positioning the overlay message with respect to the document 
includes: on an MFP display, presenting an image of the document; using a Ul 
associated with the display, supplying prompts for superimposing the overlay message 
on the document; receiving user commands on the Ul; positioning the overlay message 
in response to the commands. 

Miura teaches the method of claim 10 wherein accepting position commands for 
positioning the overlay message with respect to the document includes: on a display, 
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presenting an image of the document (column 11, lines 52-60); using a Ul associated 
with the display, supplying prompts for superimposing the overlay message on the 
document; receiving user commands on the Ul; positioning the overlay message in 
response to the commands (column 12, lines 11-45). 

Pentecost and Miura are combinable because they are both from the printing 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Miura to add altering merge data on a 
display. The motivation for doing so would have been to be able to preview user 
actions. 

Al-Hussein teaches an MFP display (figure 3; column 5, lines 53-67). 

Pentecost and Al-Hussein are combinable because they are both from the 
printing field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Al-Hussein to add an all-in-one 
PC/printing device. The motivation for doing so would have been "providing the 
operator with a powerful personal imaging computer system together with a general 
purpose computer system" (column 5, lines 64-66). 

Therefore it would have been obvious to combine Pentecost with Miura and Al- 
Hussein to obtain the invention as specified by claim 13. 
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27) Claims 14, 16, 29 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. patent 6,919,967 by Pentecost et al., and further in view of U.S. 
patent 6,538,623 by Parnian et al. 

28) Regarding claims 14 and 29, Pentecost teaches the method of claim 1 wherein 
accepting an overlay message includes: from an MFP controller; converting the ASCII 
code to a PDL file; and, generating a rasterized overlay message (column 8, lines 53- 
54). 

Pentecost does not specifically teach receiving an ASCII code timestamp, 
including a date and time. 

Parnian teaches receiving an ASCII code timestamp, including a date and time 
(column 36, lines 15-62). 

Pentecost and Parnian are combinable because they are both from the printing 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Parnian to add timestamps. The 
motivation for doing so would have been to know when a modification is made (column 
8, line 62). Therefore it would have been obvious to combine Pentecost with Parnian to 
obtain the invention as specified by claims 14 and 29. 

29) Regarding claims 1 6 and 31 , Pentecost does not specifically teach the method of 
claim 1 further comprising: generating dynamic data selected from the group including 
document page count, timestamp, MFP name, and MFP identification (ID); and, wherein 
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merging the overlay message with the document includes additionally merging the 
dynamic data with the document. 

Parnian teaches the method of claim 1 further comprising: generating dynamic 
data selected from the group including document page count, timestamp, MFP name, 
and MFP identification (ID); and, wherein merging the overlay message with the 
document includes additionally merging the dynamic data with the document (column 
36, lines 15-62). 

Pentecost and Parnian are combinable because they are both from the printing 
field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Parnian to add timestamps. The 
motivation for doing so would have been to know when a modification is made (column 
8, line 62). Therefore it would have been obvious to combine Pentecost with Parnian to 
obtain the invention as specified by claims 16 and 31 . 

30) Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent 6,919,967 by Pentecost et al., and further in view of U.S. patent 5,959,743 by 
Tanaka, and further in view of U.S. patent 7,126,704 by Miura et al, and further in view 
of U.S. patent 5,809,1 67 by Al-Hussein. 

Pentecost (as modified by Tanaka) does not specifically teach the system of 
claim 27 wherein the MFP front panel Ul displays an image of the document, supplies 
prompts for superimposing the overlay message on the document, and accepts user 
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commands; and, wherein the merge unit positions the overlay message in response to 
the commands accepted at the MFP front panel Ul. 

Miura teaches the system of claim 27 wherein the Ul displays an image of the 
document, supplies prompts for superimposing the overlay message on the document 
(column 11, lines 52-60), and accepts user commands; and, wherein the merge unit 
positions the overlay message in response to the commands accepted at the Ul 
(column 12, lines 1 1-45). 

Pentecost (as modified by Tanaka) and Miura are combinable because they are 
both from the printing field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Miura to add altering merge data on a 
display. The motivation for doing so would have been to be able to preview user 
actions. 

Al-Hussein teaches an MFP front panel Ul (figure 3; column 5, lines 53-67). 

Pentecost (as modified by Tanaka) and Al-Hussein are combinable because they 
are both from the printing field of endeavor. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to combine Pentecost with Al-Hussein to add an all-in-one 
PC/printing device. The motivation for doing so would have been "providing the 
operator with a powerful personal imaging computer system together with a general 
purpose computer system" (column 5, lines 64-66). 
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Therefore it would have been obvious to combine Pentecost with Tanaka, Miura 
and Al-Hussein to obtain the invention as specified by claim 28. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN O. DULANEY whose telephone number is 
(571)272-2874. The examiner can normally be reached on Monday - Friday (10am - 
6pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Moore can be reached on (571)272-7437. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Benjamin O Dulaney/ 
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Examiner, Art Unit 2625 
/David K Moore/ 

Supervisory Patent Examiner, Art Unit 2625 



